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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT'S TRADEMARK APPLICATION

U.S. APPLICATION SERIAL NO. 87083034

MARK: HIMNIGGA SHIT

CORRESPONDENT ADDRESS:

GERALDINE HUGHES
1600 NW 10TH CIR
POMPANO BEACH FL 33069 UNITED STATES

CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks
/teas/response_forms.jsp

APPLICANT: Hughes, Geraldine

CORRESPONDENT'S REFERENCE/DOCKET NO:
N/A

CORRESPONDENT E-MAIL ADDRESS:
621@b3comm.com

SUSPENSION NOTICE: NO RESPONSE NEEDED

ISSUE/MAILING DATE: 02/07/2017

The assigned trademark examining attorney has reviewed the application and determined the following:
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SEARCH RESULTS – NO CONFLICTING MARKS FOUND

The trademark examining attorney has searched the Office’s database of registered and pending marks and has
found no conflicting marks that would bar registration under Trademark Act Section 2(d). TMEP §704.02; see 15
U.S.C. §1052(d).

ACTION IS SUSPENDED

The trademark examining attorney is suspending action on the application for the reasons stated below. See 37
C.F.R. §2.67; TMEP §§716 et seq.

DISPARAGEMENT REFUSAL ADVISORY

Applicant's mark, HIMNIGGA SHIT, appears to consist of or include matter that may be disparaging. See
Trademark Act Section 2(a), 15 U.S.C. §1052(a); TMEP §§1203.03, 1203.03(b)(i). The following two-part test
applies when determining whether a proposed mark may be disparaging:

What is the likely meaning of the matter in question, taking into account not only dictionary definitions, but1.
also the relationship of the matter to the other elements in the mark, the nature of the goods, and the manner
in which the mark is used in the marketplace in connection with the goods; and
If that meaning is found to refer to identifiable persons, institutions, beliefs, or national symbols, whether2.
that meaning may be disparaging to a substantial composite of the referenced group.

In re Geller, 751 F.3d 1355, 1358, 110 USPQ2d 1867, 1869 (Fed. Cir. 2014) (citing In re Lebanese Arak Corp., 94
USPQ2d 1215, 1217 (TTAB 2010)); In re Beck, 114 USPQ2d 1048, 1051-52 (TTAB 2015); TMEP §1203.03(b)(i).

Applicant has applied to register the mark HIMNIGGA SHIT for "Hats; Hooded sweatshirts; Shirts" in Class 25.
With respect to the first prong of the test, the applied-for mark includes the term NIGGA, which is "a term used to
refer to or address a black person". See Attachment 1 - Dictionary.com definition of NIGGA. This term is a
derogatory term to refer to a black person because it is a phonetic equivalent of the term nigger, which is a racial
epithet that is considered extremely derogatory. See Attachment 2 – The Free Dictionary, Oxford Dictionary,
Vocabulary.com and Wikiionary definitions of NIGGA indicating that the term is an ethnic slur and is extremely
offensive; see also Attachment 3 - Wikipedia article about the term nigger, including the variant NIGGA.

With respect to the second prong of the test, black people are identifiable persons. Under Section 45, a "person"
may be a natural person (i.e., an individual) or a juristic person (i.e., a corporation, partnership, association, union,
or any other organization capable of suing or being sued). 15 U.S.C. §1127; TMEP §1203.03(a)(i); see Morehouse
Mfg. Corp. v. J. Strickland & Co., 407 F.2d 881, 888, 160 USPQ 715, 720-21 (C.C.P.A. 1969); In re Pedersen, 109
USPQ2d 1185, 1191 (TTAB 2013).

Moreover, a substantial composite of black people would find the use of the term NIGGA as part of HIMNIGGA
to be disparaging because, based on the evidence attached hereto, it is used and perceived as a derogatory term to
refer to black people. To "disparage" means "to speak slighting[ly] of: run down: depreciate." In re Squaw Valley
Dev. Co., 80 USPQ2d 1264, 1276 (TTAB 2006) (internal punctuation omitted) (quoting Webster's Third New
International Dictionary (unabridged ed. 1993)). "A mark may disparage when it 'dishonor[s] by comparison with
what is inferior, slight[s], deprecate[s], degrade[s], or affect[s] or injure[s] by unjust comparison.'" In re Geller, 751
F.3d 1355, 1358, 110 USPQ2d 1867, 1869 (Fed. Cir. 2014) (quoting Pro-Football, Inc. v. Harjo, 284 F. Supp. 2d
96, 124, 68 USPQ2d 1225, 1247 (D.D.C. 2003)). The determination of whether a mark is disparaging depends
upon the perspective of the object of disparagement (i.e., person, group, set of beliefs, institution, or symbol). In re
Lebanese Arak Corp., 94 USPQ2d 1215, 1217 (TTAB 2010); see also TMEP §1203.03(b)(i). In this case, as the
evidence demonstrates that the term NIGGA is used as a derogatory reference to black people, the term speaks
“slightingly of” and “degrades” them. Taken as a whole, the applied-for mark would be considered disparaging to a
substantial composite of the referenced group.

SCANDALOUS ADVISORY REFUSAL



Also, applicant's mark, HIMNIGGA SHIT, appears to consist of or include matter that may be immoral or
scandalous. See Trademark Act Section 2(a), 15 U.S.C. §1052(a); TMEP §1203.01. The words "immoral" and
"scandalous" may have somewhat different connotations; however, immoral matter has been included in the same
category as scandalous matter. TMEP §1203.01; see In re McGinley, 660 F.2d 481, 484 n.6, 211 USPQ 668, 673
n.6 (C.C.P.A. 1981) (Because of the court's holding that appellant's mark was scandalous, "it [was] unnecessary to
consider whether appellant's mark [was] 'immoral.' [The court] note[d] the dearth of reported trademark decisions
in which the term 'immoral' [had] been directly applied.").

The applied-for mark includes the term SHIT, meaning "Things; items". See Attachment 4 - American Heritage,
Macmillan, Collins, Webster and YourDictionary definitions of SHIT. Based on the attached definitions of the term
SHIT, a substantial composite of the general public would consider that term to be vulgar. Evidence that a mark is
vulgar is sufficient to establish that the mark is scandalous within the meaning of Trademark Act Section 2(a). In
re Fox, 702 F.3d 633, 635, 105 USPQ2d 1247, 1248 (Fed. Cir. 2012) (citing In re The Boulevard Entm't, Inc., 334
F.3d 1336, 1340, 67 USPQ2d 1475, 1477 (Fed. Cir. 2003)); see In re Michalko, 110 USPQ2d 1949, 1951 (TTAB
2014); TMEP §1203.01.

Moreover, the TTAB has held that dictionary definitions alone may be sufficient to show that a term is vulgar if
multiple dictionaries, including at least one standard dictionary, uniformly indicate that the term's meaning is
vulgar, and the applicant's use of the term is clearly limited to that vulgar meaning. See In re The Boulevard
Entm't, Inc., 334 F.3d at 1341, 67 USPQ2d at 1478 (holding 1-800-JACK-OFF and JACK-OFF scandalous where
all dictionary definitions of "jack-off" were considered vulgar); In re Michalko, 110 USPQ2d at 1953 (holding
ASSHOLE REPELLENT scandalous where multiple dictionary definitions of "asshole" were considered vulgar);
TMEP §1203.01. Although the term SHIT is combined with HIMNIGGA, the vulgar meaning of SHIT is not
changed or otherwise obviated when used as part of a phrase.

Finally, when the evidence demonstrates that a substantial composite of the general public (although not
necessarily a majority) would consider the mark to be scandalous in the context of contemporary attitudes and the
relevant marketplace, the mark is deemed scandalous within the meaning of Section 2(a). See In re Fox, 702 F.3d
at 635, 105 USPQ2d at 1248 (quoting In re Mavety Media Grp. Ltd., 33 F.3d at 1371, 31 USPQ2d at 1925-26); In
re The Boulevard Entm't, Inc., 334 F.3d 1336, 1340, 67 USPQ2d 1475, 1477 (Fed. Cir. 2003); TMEP §1203.01.
Here, the vulgar and scandalous meaning of SHIT will be the only perceived connotation of that term when used as
part of the composite phrase HIMNIGGA SHIT. Based on the evidence attached hereto, the mark would be
considered immoral and scandalous by a substantial composite of the general public.

Registration normally would be refused under Section 2(a) because applicant's mark (1) consists of or includes
matter that may be disparaging and (2) consists of or includes matter that may be immoral or scandalous.
However, on September 29, 2016, the U.S. Supreme Court granted certiorari for review of the prior decision of
the U.S. Court of Appeals for the Federal Circuit holding the provision in Section 2(a) that bars registration of
disparaging marks unconstitutional under the First Amendment. In re Tam, 808 F.3d 1321, 1358, 117
USPQ2d 1001, 1025 (Fed. Cir. 2015) (en banc), (corrected (Feb. 11, 2016)), cert. granted sub nom. Lee v. Tam,
No. 15-1293, 2016 U.S. LEXIS 4462 (Sept. 29, 2016).  Additionally, the constitutionality of the provision of
Section 2(a) that bars registration of marks that consist of or comprise immoral or scandalous matter is an issue that
the USPTO expects to be decided by the U.S. Court of Appeals for the Federal Circuit in In re Brunetti, Ser. No.
85310960, 2014 TTAB LEXIS 328 (Aug. 1, 2014), appeal docketed, No. 15-1109. See 15 U.S.C. 1071(a); 37
C.F.R. §2.145. Because the constitutionality of the disparagement provision of Section 2(a) remains in question
until the Supreme Court issues a decision and the constitutionality of the scandalous provision of Section 2(a) is
currently under review at the Federal Circuit, action on this application is SUSPENDED until the Supreme Court
and Federal Circuit issue decisions in the Tam and Brunetti cases, after which the USPTO will reevaluate the need
for further suspension. See 37 C.F.R. §2.67; TMEP §§716-716.02.

Applicant is advised that, should the Supreme Court determine that the disparagement provision of the Trademark
Act is constitutional or Federal Circuit determine that the scandalous provision of the Trademark Act is
constitutional, then registration may be refused because the applied-for mark (1) consists of or includes
matter that may disparage or bring into contempt or disrepute persons, institutions, beliefs, or national
symbols, 15 U.S.C. §1052(a); see In re Geller, 751 F.3d at 1358, 110 USPQ2d at 1869; TMEP §§1203.03,
1203.03(b)(i), or (2) consists of or includes matter that may be immoral or scandalous. 15 U.S.C. §1052(a); see



TMEP §1203.01.

ADVISORY – TEAS PLUS AND TEAS RF REQUIREMENTS

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE,
ADDITIONAL REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:
Applicants who filed their application online using the lower-fee TEAS Plus or TEAS RF application form must
(1) file certain documents online using TEAS, including responses to Office actions (see TMEP §§819.02(b),
820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address; and (3)
agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application. See 37
C.F.R. §§2.22(b), 2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these
requirements must submit an additional processing fee of $125 per class of goods and/or services. 37 C.F.R.
§§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in certain situations, TEAS Plus or TEAS RF
applicants may respond to an Office action by authorizing an examiner's amendment by telephone or e-mail
without incurring this additional fee.

NO RESPONSE REQUIRED

The USPTO will periodically conduct a status check of the application to determine whether suspension remains
appropriate, and the trademark examining attorney will issue as needed an inquiry letter to applicant regarding the
status of the matter on which suspension is based. TMEP §§716.04, 716.05. Applicant will be notified when
suspension is no longer appropriate. See TMEP §716.04.

No response to this notice is necessary; however, if applicant wants to respond, applicant should use the "Response
to Suspension Inquiry or Letter of Suspension" form online at http://teasroa.uspto.gov/rsi/rsi.

If applicant has questions about its application or this Notice of Suspension, please telephone the assigned
trademark examining attorney directly at the number below. Otherwise, no response is necessary.

/Myriah Habeeb/
Senior Attorney
U.S. Patent and Trademark Office
Law Office 113
(571) 272-8909
Myriah.Habeeb@USPTO.GOV

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss
crucial deadlines or official notices, check the status of the application every three to four months using the
Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/. Please keep a copy of the
TSDR status screen. If the status shows no change for more than six months, contact the Trademark Assistance
Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199. For more information on
checking status, see http://www.uspto.gov/trademarks/process/status/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:Use the Trademark Electronic Application System
(TEAS) form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)

IMPORTANT NOTICE REGARDING YOUR U.S. TRADEMARK APPLICATION
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED ON FOR U.S. APPLICATION SERIAL NO. 87083034

Please follow the instructions below:

(1) TO READ THE LETTER: Click on this link or go to http://tsdr.uspto.gov/, enter your U.S. application serial number, and click on "Documents."

The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24 hours of this e-
mail notification.

(2) QUESTIONS: For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney. For technical
assistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail TSDR@uspto.gov.

WARNING
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION: Private companies not associated with the USPTO are using information
provided in trademark applications to mail or e-mail trademark-related solicitations. These companies often use names that closely resemble the USPTO and
their solicitations may look like an official government document. Many solicitations require that you pay "fees."

Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document from the
USPTO rather than a private company solicitation. All official USPTO correspondence will be mailed only from the "United States Patent and Trademark
Office" in Alexandria, VA; or sent by e-mail from the domain "@uspto.gov." For more information on how to handle private company solicitations, see
http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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